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DETAILED ACTION 
Introduction 

1. The following is a non-final office action in response to the communications 
received on January 9, 2002. Claims 1-8 are now pending in this application. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-8 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

Claims 1-3 recite the limitations, "determining a number of IT sites spread over a 
geographic are", "determining the skilled people groups and computer equipment 
require inside geographic area", "consolidating the IT sites by considering costs", 
"determining best processes and methods", and "analyzing the image for determining 
the best processes and practices". These limitations are representative of subjective 
steps that may be performed in the mind of the user, thus raising the issue of abstract 
ideas that require undue experimentation for the invention to be performed. Since many 
of the steps of the claims use subjective questions to gather subjective answers, which 
are evaluated subjectively and lack a concise formula or description for how to evaluate 
the answers, one skilled in the art would have to conduct undue experimentation in 
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order to perform the invention. Therefore, claims 1-3 are considered as failing to 
comply with the enablement requirement. Dependant claims 4-8 fail to cure claims 1-3 
and are therefore considered as failing to comply with the enablement requirement as 
well. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-8 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claimed invention is required to produce a 
useful, concrete, and tangible real-world result. An invention that fails to produce a 
tangible result is one that involves no more than the manipulation of an abstract idea. 
See State Street Bank & Trust Co. v. Signature Financial Group Inc., 149 F. 3d 1368, 
47 USPQ2d 1596 (Fed. Cir. 1998). In order to be concrete the result must be 
substantially repeatable or the process must substantially produce the same result 
again. 

Claim 1 merely recites the manipulation of an abstract idea and does not produce 
a concrete and tangible result. Claim 1 recites "determining a number of IT sites spread 
over a geographic are", "determining the skilled people groups and computer equipment 
require inside geographic area", and "consolidating the IT sites by considering costs", 
which are mere abstract ideas that do not produce real-world results. The steps of 
"determining a number of IT sites spread over a geographic are", "determining the 
skilled people groups and computer equipment require inside geographic area", and 
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"consolidating the IT sites by considering costs" are based on subjective standards. 
The results of this step will not produce concrete real-world results since there is no 
evidence that this step, when repeated, will produce substantially the same result. This 
step is based on a subjective standard and will produce different results for each 
individual performing the step. Furthermore, the results of these steps do not produce a 
tangible result. The result of these steps is the "consolidation of IT sites based on 
project cost parameters and geographic site location peculiarities" is not a real-world 
tangible result. Because the results produced by. the method are not tangible and 
concrete, claim 1 is considered to be directed toward non-statutory subject matter. 

Claim 2 also merely recites the manipulation of an abstract idea and does not 
produce a concrete result. Claim 2 recites "determining best processes and methods", 
which is a mere abstract idea that does not produce real-world results. The step of 
"determining best processes and methods" is based on subjective standards. The 
results of this step will not produce concrete real-world results since there is no 
evidence that this step, when repeated, will produce substantially the same result. This 
step is based on a subjective standard and will produce different results for each 
individual performing the step. Because the results produced by the method are not 
concrete, claim 2 is considered to be directed toward non-statutory subject matter. 

Claim 3 merely recites the manipulation of an abstract idea and does not produce 
a concrete and tangible result. Claim 3 recites "analyzing the image for determining the 
best processes and practices", which is a mere abstract idea that does not produce 
real-world results. The step of "analyzing the image for determining the best processes 
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and practices" is based on subjective standards. The results of this step will not 
produce concrete real-world results since there is no evidence that this step, when 
repeated, will produce substantially the same result. This step is based on a subjective 
standard and will produce different results for each individual performing the step. 
Furthermore, the results of these steps are not tangible. The result of "analyzing the 
image for determining the best processes and practices" is not a real-world tangible 
result. Because the results produced by the method are not tangible and concrete, 
claim 3 is considered to be directed toward non-statutory subject matter. 

Claims 4-8 recite subject matter already addressed by the rejection of claims 1-3 
without curing the limitations towards statutory subject matter; therefore the same 
rejections apply to these claims. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Alter 
(Alter, Steven; Information Systems: A Management Perspective, 2 nd Edition, The 
Benjamin/Cummings Publishing Company, 1996). 

As per claim 1 , Alter teaches: 
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A project management method for optimizing Information Technology (IT) sites 
including skilled people groups and computer equipment, said method comprising 
the steps of: 

determining, according to a project business need, a number of IT sites spread 
over a geographic area (see pp. 564-565; where IT sites have data centers. Data 
centers can be located at the corporate headquarters, regional processing centers, 
site processing centers, department processors, workgroup processors, or at 
individual client machines.); 

determining, according to a project technical need, the skilled people groups and 
computer equipment required inside the geographic area (see p. 557; where distinct 
roles are assigned to specific personnel who have the requisite skill set to perform 
the assigned tasks); 

grouping and distributing, according to technical constraints, said skilled people 
groups and computer equipment over said IT sites inside the geographic area (see 
pp. 557 and 564-65; where skilled personnel and grouped in to general roles. 
Equipment and personnel are distributed based on technical constraints. The 
technical constraints include decentralized systems that account for local variances 
versus centralized systems that perform cross-departmental functions well). 

Alter fails to explicitly teach consolidating IT sites based on cost parameters and 
site peculiarities. Alter does teach, however, applying cost-benefit analysis for the 
project and accounting for commonly overlooked costs regarding hardware and site 
preparation such as re-wiring a site (see pp. 570-572). Consolidating IT sites based on 
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costs and location peculiarities is part of Alters teaching of commonly overlooked costs 
and costs associated with site preparation. The advantage of consolidating IT sites 
based on costs and location peculiarities is that it improves the project and system 
efficiency. It would have been obvious, at the time of the invention, to one of ordinary 
skill in the art to account for consolidate IT sites based on cost and location peculiarities 
from Alters teachings of common costs and commonly overlooked costs in order to 
increase the efficiency of both the project and the system, which is a goal of Alter (see 
p. 570). 

As per claim 2, Alter teaches: 

The method of claim 1 , further comprising the step of process and method 
standardization before the consolidating step, said process and method 
standardization step comprising the steps of: 

listing processes and methods used in the IT sites as determined (see pp. 559 
and 565-566; where corporate standards and procedures are determined); 

listing criteria allowing assessment of efficiency of said processes and methods 
in the IT sites as determined and according to the skilled people groups and 
computer equipment as determined, grouped, and distributed (see pp. 570-574; 
where assessment of efficiency is determined using multiple standards and 
procedures); 

determining best processes and methods according to values of said criteria; and 
(see pp. 565-566 and 570-574; where best practices are determined and 
implemented and can be based on efficiency), 



Application/Control Number: 10/042,625 Page 8 

Art Unit: 3623 

implementing the best processes and methods in the IT sites as determined. 
As per claim 3, Alter teaches: 

The method of claim 2 wherein the step of determining the best processes and 
method further comprises the steps of: 

creating with a graphic user interface an evolutionary image of the values of the 
criteria (see p. 573; where a graph displaying costs, benefits and cumulative net 
benefit is created for a project); and 

analyzing the image for determining the best processes and methods (see p. 
573; where the image is analyzed to determined the value of the project). 

Alter fails to explicitly teach entering the values into a database. It is old and 
well-known in the art to enter data into a database after it has been collected so that the 
data can be pulled to generate graphs and reports. The advantage of storing the data 
in a database is that the data can be easily accessible, thereby increasing the efficiency 
of the system. It would have been obvious, at the time of the invention, to one of 
ordinary skill in the art to store data in to a database in order to increase the overall 
system efficiency, which is a goal of Alter (see p. 570). 

As per claims 4 and 5, Alter fails to explicitly teach repeating the steps of listing 
criteria, determining best processes and methods, and implementing the best processes 
and practices. It is old and well known in the art to repeat steps in a process. The 
advantage of repeating steps is that repeating critical steps ensure the accuracy of the 
result of the steps. It would have been obvious, at the time of the invention, to one of 
ordinary skill in the art to repeat the steps of listing criteria, determining the best 
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processes and practices, and implementing the best processes and practices in order to 
ensure the accuracy of the results of the steps, which is a goal of Alter (see p. 570). 
As per claim 6, Alter teaches: 

The method of claim 1 wherein the IT sites are spread over more than one 
geographic area (see pp. 564-565; where IT sites have data centers. Data centers 
can be located at the corporate headquarters, regional processing centers, site 
processing centers, department processors, workgroup processors, or at individual 
client machines.). 

As per claim 7, Alter teaches: 

The method of claim 1 , further comprising a step of determining, before the step 
of determining skilled people groups and computer equipment, a management 
organization for the geographic area (see p. 557; where project manage roles are 
assigned. Each IS department or region is accounted for). 

As per claim 8, Alter teaches: 

The method of claim 1 , further comprising after each step, a step of updating a 
project management tool displaying a time for executing each step of the method of 
claim 1 (see p. 576; where a Gantt chart is a tool used to display a time for executing 
steps of a project). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following are pertinent to the current invention, though not 
relied upon: 
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Willemessen (Willemessen, Joel; "Information Technology Management: Small 
Business Administration Needs Policies and Procedures to Control Key IT Processes", 
GAO Reports, July 20, 2000) teaches policies, processes and practices for the 
implementation of IT processes for small businesses. 

Irani et al. (Irani, Zahir; Love, Peter E.D.; "The Propagation of Technology 
Management Taxonomies for Evaluation Investments in Information Systems", Journal 
of Management Information Systems, 2000, pp. 161-177) teaches a method for 
determining the direct and indirect costs of information systems. 

Benamati et al. (Benamati, John; Lederer, Albert; "Rapid Change: Nine 
Information Technology Management Challenges", /A/FOR, November 2000, pp. 336- 
358) teaches a strategy to implement information technology systems. 

Knudson et al. (U.S. Patent No. 5765140) teaches a project planning tool is used 
to effect the project plan including a plurality of tasks to be performed by the users in 
accordance with respective time schedules. 

Hongawa (U.S. Patent No. 5974391) teaches a device for generating a Gantt 
chart made up of at least one schedule bar includes, a display showing the Gantt chart, 
an input unit receiving input to point at a position on the display, a Gantt-chart- 
generation processing unit generating a schedule bar having a start point and an end 
point by setting the start point at a first position indicated by the input unit and setting 
the end point at a second position indicated by the input unit, and a work-step-division 
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processing unit dividing the schedule bar into a plurality of work steps at a plurality of 
third positions indicated by the input unit. 

Oliver (U.S. Patent No. 5907490) teaches a system for monitoring and assessing 
the performance of a project includes a computer and a software program associated 
with the computer, with the software program and computer operable in combination to 
receive project task data from a project management software file, determine current 
earned value (EV) information from the project task data, and graphically displaying the 
earned value information. 

Wood (U.S. Patent No. 5381332) teaches a bridge is provided between a 
conventional network scheduling tool and a conventional performance measurement 
tool which automatically ties the two together. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kalyan K. Deshpande whose telephone number is (571) 
272-5880. The examiner can normally be reached on M-F 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





